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Sir: 

Applicants request reconsideration of the rejection in the 
Final Rejection mailed September 23, 2002 in view of the following 
remarks . 

The rejection of claims 1 and 4 to 9 under 35 USC 103 as 
unpatentable over Oshima et al . 1 997 in view of Kanto ! 112 is 
respectfully traversed. 

The present invention is directed to an improved protective 
layer transfer sheet that is able to prevent meandering or cockling 
of the sheet when it is within a printer. Applicants have found 
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that the particular claimed controls, especially the quantity of 
microsilica in the adhesive layer and the coefficient of friction 
between the surface- of the protective layer and the surface of an 
image-receiving sheet prior to thermal transfer falling within the 
designated ranges for coefficient of static friction and 
coefficient of dynamic friction are necessary to achieve these 
indicated objectives. The advantages of the invention are 
demonstrated in the specification in the discussion of the working 
and comparative examples. The Examiner is referred especially to 
the specification at page 21, line 14 to page 24, line 21. 

The Examiner acknowledges that Oshima et al. 1 997 does not 
teach the instantly claimed subject matter because there is no 
disclosure in the reference of an adhesive layer containing 
microsilica in the range of 3 to 10%. 

Applicants point out that Oshima et al. 1 997 also does not 
disclose the stated relationship of the coefficients of friction 
specified in the instant claims. This relationship is a further 
condition necessary to satisfy the objectives of the present 
invention. The Examiner is again directed to the working and 
comparative examples in the specification . 
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The Examiner cites Kanto et al. '112 to show the incorporation 
of fine particles into an adhesive layer to reduce the coefficient 
of friction. The Examiner also cites the reference for disclosure 
of a range of fine particles of from 0.1 to 10% by weight (not the 
range in applicants 1 claims) and the use of silica as a particle; 
the Examiner states that the reference teaches microsilica "because 
the thickness of the adhesive layer is on the order of a iim" 
although the patent itself does not so state. 

The Examiner then concludes that it would have been obvious to 
combine the reference teachings to form the subject matter claimed 
and by doing so one would "reduce the coefficient of friction on 
the surface of the adhesive layer" ; see the last sentence of the 
second paragraph on page 3 of the Office Action. The Examiner 
asserts that the combination would "have the same properties as 
claimed, such as the coefficient of friction values"; see the last 
sentence in the fourth paragraph at page 3 of the Office Action. 
Applicants say that merely combining the primary and secondary 
references does not result in the invention as claimed here, whose 
advantages (ones conferring patentability) are established by the 
working and comparative examples in the case. 
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Applicants respectfully submit that the comments in the 
Response to Arguments do not defeat patentability. For example, 
applicants say that the second sentence in the third paragraph of 
the Response to Argument section is classic hindsight and shows the 
use of applicants 1 specification, indeed applicants 1 discovery, to 
justify the rejection. There is nothing in either reference that 
shows the specific controls on the amounts of microsilica and the 
coefficients of friction recited in the claims . 

Applicants also respectfully submit that the first and second 
paragraphs on page 5 of the Final Rejection show classic hindsight 
because Kanto et al . 1 112 provides no proper rationale to increase 
the microsilica content in the adhesive layer of Oshima et al . 
1 997 . The working and comparative examples, moreover, establish 
why one should not use less than 3% of microsilica, a matter 
neither taught nor suggested in either reference. 

The last paragraph at page 5 of the Final Rejection contains 
the Examiner's assessment of the values shown in the working and 
comparative examples . The Examiner states that the values would be 
"the direct result of having microsilica in the range of 0.3 to 10% 
in the adhesive layer . " The values for the working examples are of 
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course "the direct result" of operating within the limits of the 
claimed invention but in no way diminish the nature of the showing. 
The working examples clearly show results significantly better than 
those shown in the three comparative examples wherein the first 
comparative examples uses no filler, the second comparative example 
uses microsilica in a quantity significantly below that claimed, 
and the third comparative example uses microsilica in amounts 
significantly above that of the claimed range. The Examiner is 
again directed to the discussion in the specification at page 21, 
line 14 to page 24, line 21. Evidence in support of patentability 
clearly exists in this case and cannot be dismissed as merely the 
"direct result" of practicing the claimed invention. Patentability 
is proven here. The rejection should be withdrawn. 

Reconsideration of the rejection in view of the above remarks 
and allowance of the case are earnestly solicited. 
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The Examiner is requested 
anything further is required in 
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Date 
CAW/ch 

Attorney Docket No. : PAIN: 563 

PARKHURST & WENDEL, L.L.P. 
1421 Prince Street, Suite 210 
Alexandria, Virginia 22314-2805 
Telephone: (703) 739-0220 



to telephone the undersigned if 




Charles A. Wen del 

Regi s tr a t ion No . 24,453 
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